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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1 - 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Phillips et al. (7103579), in view of Geer (5930778), and further in view of Pollin 
(6041315). 

As per claim 1 : Philips does not explicitly show 

A process comprising the steps of: 

having a person write a check to a merchant, 

having said merchant forward that check to the merchant's bank. 

However, Geer shows a process comprising the steps of: having a person write a 
check to a merchant, having said merchant forward that check to the merchant's bank 
(Fig. 1, column 7, lines 4 - 25: where the Item Capture (4) in Fig. 1 performs the 
function of receipt and comparing of the payment stub with the enclosed check. The 
enclosed check is written by a person/customer to a merchant for receipt of services or 
goods from the merchant. The check is then forwarded to the bank (#10). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the teachings of Geer in the method of Phillips, in order 
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to provide the user with an option to have the checks submitted either electronically or 
physically so that the check processing step can be carried out in a more efficient 
manner. 

Phillips shows: 

A process comprising the steps of: 

having said merchant's bank forwarding said check to a clearing house (Fig. 1 , 2), 

having said check being returned for insufficient funds (Fig. 2: where at step 222 the 
reason for check return is clarified, one of the reasons for return of checks being 
insufficient funds (NSF) or uncollected funds (UCF).), 

having said check being returned to said clearinghouse (Fig. 2, step 222 -226:where if 
a check is returned for NSF or UCF reasons then the check is presented to the ACH at 
step 226.), and 

Phillips does not explicitly show: 

having said clearinghouse forwarding said check to a consolidated bank. However, 
Pollin shows having said clearinghouse forwarding said check to a consolidated bank 
(Summary, column 4, lines 64 - 67, column 5, lines 1 - 28, column 7, lines 14 - 36: 
where the collection agency functions as a consolidated bank for collecting payment.). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the teachings of Pollin in the method of Phillips, in order 
to ensure that the merchant receives his/her payment so that the check need not be 
written off as bad debt. 

As per claim 2 : Phillips does not explicitly show: 
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A process according to claim 1 that includes the steps of having said 
consolidated bank collect the funds from said person. However, Pollin shows A process 
according to claim 1 that includes the steps of having said consolidated bank collect the 
funds from said person. ( Summary, column 4, lines 64 - 67, column 5, lines 1 - 28, 
column 7, lines 14-36: where the collection agency functions as a consolidated bank 
for collecting payment.). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the teachings of Pollin in the method of Phillips, in order 
to ensure that the merchant receives his/her payment so that the check need not be 
written off as bad debt. 

As per claim 3 : Phillips shows: 

A process according to claim 2 that includes the steps said system collect said 
funds through an electronic recovery (Fig. 1, 2, abstract: since Phillips is an internet 
based check cashing and clearing method, apparatus and article of manufacture, the 
funds are transferred electronically.). 

As per claim 4 : Phillips shows: 

A process according to claim 1 that includes the steps of having said system 
charge said merchant a consolidation fee (Fig. 2, #226 column 4, lines 23 - 25: where 
the fees can be collected from the merchants account at intervals throughout the 
month.). 

As per claim 5 : Phillips does not explicitly show: 

A process according to claim 1 that includes the steps of having said merchant 
endorsing the back of said check specifying said consolidation bank as the return to 
bank. 
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However, Phillips in view of Pollin shows the collection agent collect funds from 
the payor. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to ensure that the merchant endorses the back of the check 
specifying consolidation bank as the return to bank in the method of Phillips, in order to 
ensure that returned check is forwarded to the consolidated bank so that it can be 
processed promptly thereby improving the efficiency of the overall process. 

As per claim 6 : Phillips shows: 

A process according to claim 1 that includes the steps of having said system 
debit said merchant's account for said returned check (Fig. 2, #226: where the merchant 
is notified of the returned check in step 224 and the merchant's account is debited in 
step 226.). 

As per claim 7 : Phillips shows: 

A process according to claim 1 that includes the steps of having said system 
debit a system account for said returned check (Fig. 2, (#216): where the system debits 
the consumer's account (system account) after the check information has been 
submitted to ACH for clearing.). 

As per claim 8 : Phillips shows: 

A process according to claim 1 that includes the steps of having said merchant 
(Fig. 1,2). 

Phillips does not explicitly show the merchant being a restaurant. However, these 
differences are only found in the non-functional descriptive material and are not 
functionally involved in the steps recited nor do they alter the recited structural 
elements. The recited method steps would be performed the same regardless of the 
specific data. Further, the structural elements remain the same regardless of the 
specific data. Thus, this descriptive material will not distinguish the claimed invention 
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from the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 
USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. 
Cir. 1994); MPEP 82106. 

As per claim 9 : Phillips shows: 

A process according to claim 1 that includes the steps of notifying said merchant 
of said check (Fig. 1, 2). 

As per claims 10 and 16 : Phillips shows: 

A process according to claims 9 and 15, where said notification is done 
electronically (Fig. 1, 2). 

As per claims 1 1 and 17 : Phillips does not explicitly show: 

A process according to claims 9 and 15, where said notification is done through 
the mail. However, notification via mail is an obvious variant of the electronic notification 
system shown above in Phillips. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to modify the system in Phillips with the ability to 
make notifications via mail in order to provide the user with an alternate means of 
notification so that notifications can be sent based on user choice. 

Design Choice In re Seid, 161 F.2d 229, 231, 73 USPQ 431, 
433 (CCPA 1 947) "[A design that] is a mere matter of choice in 
ornamentality and produces no new mechanical effect or 
advantage does not constitute invention and ""Counsel for 
appellant also present arguments relating to the proportioning and 
tightness of fit of appellant's devices. Those matters are 
considered to involve mechanical skill only and to produce no 
such new or unexpected result as would justify the allowance of 
the appealed claims."" 

if 

As per claims 12 and 18 : Phillips does not explicitly show: 
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A process according to claims 9 and 15, where said notification is done through a 
facsimile. However, notification via facsimile is an obvious variant of the electronic 
notification system shown above in Phillips. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify the system in Phillips with 
the ability to make notifications via facsimile in order to provide the user with an 
alternate means of notification so that notifications can be sent based on user choice. 

Design Choice In re Seid, 161 F.2d 229, 231, 73 USPQ 431, 
433 (CCPA 1 947) "[A design that] is a mere matter of choice in 
ornamentality and produces no new mechanical effect or 
advantage does not constitute invention and ""Counsel for 
appellant also present arguments relating to the proportioning and 
tightness of fit of appellant's devices. Those matters are 
considered to involve mechanical skill only and to produce no 
such new or unexpected result as would justify the allowance of 
the appealed claims."" 

ii 

As per claims 13 and 19 : Phillips shows: 

A process according to claims 9 and 15, where said notification is done through 
the Internet (fig. 1, 2). 

As per claim 14 : Phillips shows: 

A process according to claim 9 where said notification is done through an E-mail 
(fig. 1,2). 

As per claim 15 : Phillips shows: 

A process according to claim 1 that includes the steps of notifying said merchant 
of person who wrote NSF checks (Fig. 1 , 2, #228: where the merchant is notified of the 
return check). 

As per claim 20 : Phillips does not explicitly show: 
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A process according to claim 1, which includes the step of having said system 
guarantee the payment of, said check. However, Pollin shows a process according to 
claim 1 , which includes the step of having said system guarantee the payment of, said 
check (column 10, lines 30 - 53: where additional steps can be taken to insulate against 
non-payment). 

Examiner has pointed out particular references contained in the prior arts of 
record in the body of this action for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant, in preparing the response, to 
consider fully the entire references as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior arts or disclosed 
by the examiner 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Pollin (20061003) is a system and method for making a payment 
from a financial account. Cardinal et al. (6757664) is a method and system for 
verification of checks at a point of sale. Pollin (6041315) is an automated payment 
system and method. May (4658126) is a check identification system. Menzenski 
(6123260) is a flagging unverified checks comprising MICR indicia. Funk (5801366) is 
an automated system and method for point of sale check processing. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nancy Mehta whose telephone number is 571-270- 
3265. The examiner can normally be reached on Monday - Friday 9:00 am - 5:00 pm, 
alt. Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on 571-272-6702. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Nancy Mehta 
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